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The completed volumes of The TRADE-MARK 
REPORTER may be had in a BUCKRAM 
BINDING, as well as in CLOTH. 


Most of our subscribers have completed their 
sets of bound volumes. Have you? If not, con- 


sult the price list below. 


If your monthly issues are in good condition, 
we will exchange them for a bound volume. The 
charge is nominal and merely covers the cost of 


binding. 


BOUND VOLUMES 


Exchange for 


New monthly issues 
Brown. Cloth, $5.00 $2.50 
Brown Buckram, 5.50 2.75 


Books will be shipped by cheapest method. 
Transportation is added to the above prices. 
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FEDERAL TRADE Commission v. WiNstTepD Hosiery CoMPANY 
Supreme Court of the United States 
April 24, 1922 


Unrain ComMpetirion—Feperat Trape Commission Act—Appeat—UseE oF 
Fatse DesigNaTions or Trape-Terms as Unrarr ComMPeTiITION— 
REVERSAL. 

Where the respondent, a manufacturer of men’s underwear, 
marked its products variously as “Natural Wool,’ “Gray Wool,” 
“Natural Merino,’ and “Australian Wool,” when in fact they con- 
tained only a small amount of wool, it was deceiving thereby a sub- 
stantial portion of the public, as well as competing unfairly with 
manufacturers of all-wool underwear, for when misbranded goods 
attract customers by means of the fraud which they perpetrate, trade 
is diverted from the producer of truthfully marked goods; and the 
decree of the lower court in favor of respondent is reversed. 


On writ of certiorari to the United States Circuit Court of 
Appeals for the Second Circuit. For opinion of the lower court, 


see post, p. 151. 


James M. Beck, Solicitor-General, for appellant. 
Wood, Molloy & France, of New York City, for appallee. 


Mr. Justice Branpeis delivered the opinion of the court. 
The Winsted Hosiery Company has for many years manu- 
factured underwear which it sells to retailers throughout the United 
States. It brands or labels the cartons in which the underwear is 
sold as “National Merino,” “Gray Wool,” “Natural Wool,” “Nat- 
iral Worsted,” or ‘Australian Wool.” None of this underwear is 
| wool. Much of it contains only a small percentage of wool; 
some as little as ten per cent. The Federal Trade Commission 
nstituted a complaint under Section 5 of the Act of September 26, 
914, ec. 311, 38 Stat. 717, 719, and called upon the company to 
how cause why use of these brands and labels alleged to be false 
and deceptive should not be discontinued. After appropriate pro- 
eedings an order was issued which, as later modified, directed 
+ 


the company to 


cease and desist from employing or using as labels or brands on under- 
wear or other knit goods not composed wholly of wool, or on the wrap- 
pers, boxes, or other containers in which they are delivered to customers, 
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the words ‘Merino,’ ‘Wool, or ‘Worsted,’ alone or in combination with 
any other word or words, unless accompanied by a word or words desig- 
nating the substance, fibre or material other than wool of which the gar- 
ments are composed in part (¢. g., ‘Merino, Wool and Cotton’; ‘Wool and 
Cotton’; ‘Worsted, Wool and Cotton’; ‘Wool, Cotton and Silk’) or by a 
word or words otherwise clearly indicating that such underwear or other 
goods is not made wholly of wool (¢. g., part wool).” 


A petition for review of this order was filed by the company in 
the United States Circuit Court of Appeals for the Second Circuit 
The prayer that the order be set aside was granted; and a decree 
to that effect was entered.' That court said: “Conscientious man- 
ufacturers may prefer not to use a label which is capable of mis- 
leading and it may be that it will be desirable to prevent the use 
of the particular labels, but it is in our opinion not within the 
province of the Federal Trade Commission to do so (272 Fed. 
957, 961). The case is here on writ of certiorari. 256 U. S. —. 

The order of the Commission rests upon findings of fact; and 
these upon evidence which fills three hundred and fifty pages of 
the printed record. Section 5 of the Act makes the Commission’s 
findings conclusive as to the facts, if supported by evidence. 

The findings here involved are clear, specific and comprehen- 
sive: The word “Merino” as applied to wool “means primarily 
and popularly” a fine, long-staple wool, which commands the highest 
price. The word “Australian Wool’’ means a distinct commodity, 
a fine grade of wool grown in Australia. The word “wool” when 
used as an adjective means made of wool. The word ‘worsted’’ 
means primarily and popularly a yarn or fabric made wholly of 
wool. A substantial part of the consuming public, and also some 
buyers for retailers and sales people, understand the words 
“Merino,” “Natural Merino,” “Gray Merino,” “Natural Wool,” 


*The original order of the Commission was based on findings which 
rested upon an agreed statement of facts. The petition for review urged, 
among other things, that the agreed statement did not support the findings. 
Thereupon the Commission moved in the Court of Appeals that the case 
be remanded to the Commission for additional evidence as provided in 
the fourth paragraph of Section 5 of the Act. Under leave so granted 
the evidence was taken; and modified findings of fact were made. The 
modified order was based on these findings. It is this modified order 
which was set aside by the Court of Appeals; and we have no occasion 
to consider the original order or the proceedings which led up to it. 





PIN ar noe 
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“Gray Wool,” “Australian Wool” and “Natural Worsted,” as ap- 
plied to underwear, to mean that the underwear is all wool. By 
means of the labels and brands of the Winsted Company bearing 
such words, part of the public is misled into selling or into buying 
as all wool, underwear which in fact is in large part cotton. And 
these brands and labels tend to aid and encourage the representa- 
tions of unscrupulous retailers and their salesmen who knowingly 
sell to their customers as all wool, underwear which is largely 
composed of cotton. Knit underwear made wholly of wool has 
for many years been widely manufactured and sold in this country 
and constitutes a substantial part of all knit underwear dealt in. 
It is sold under various labels or brands, including ‘‘Wool,” “All 
Wool,” “Natural Wool” and “Pure Wool,” and also under other 
labels which do not contain any words descriptive of the composi- 
tion of the article. Knit underwear made of cotton and wool is 
also used in this country by some manufacturers who market it 
without any label or marking describing the material or fibres of 
which it is composed, and by some who market it under labels 
bearing the words “Cotton and Wool” or “Part Wool.” The Win- 
sted Company’s product, labeled and branded as above stated, is 
being sold in competition with such all-wool underwear, and such 
cotton and wool underwear. 

That these findings of fact are supported by evidence cannot 
be doubted. But it is contended that the method of competition 
complained of is not unfair within the meaning of the act, because 
labels such as the Winsted Company employs, and _ particularly 
those bearing the word “Merino,” have long been established in 
the trade and are generally understood by it as indicating goods 
partly of cotton; that the trade is not deceived by them; that there 
was no unfair competition for which another manufacturer of 
underwear could maintain a suit against the Winsted Company; 
and that even if consumers are misled because they do not under- 
stand the trade signification of the label or because some retailers 
deliberately deceive them as to its meaning, the result is in no way 


legally connected with unfair competition. 
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This argument appears to have prevailed with the Court of 
Appeals; but it is unsound. The labels in question are literally 
false and, except those which bear the word “Merino,” are palpably 
so. All are, as the Commission found, calculated to deceive and 
do in fact deceive a substantial portion of the purchasing public. 
That deception is due primarily to the words of the labels, and not 
to deliberate deception by the retailers from whom the consumer 
purchases. While it is true that a secondary meaning of the word 
“Merino” is shown, it is not a meaning so thoroughly established 
that the description which the label carries has ceased to deceive 
the public; for even buyers for retailers, and sales people, are 
found to have been misled. The facts show that it is to the interest 
of the public that a proceeding to stop the practice be brought. 
And they show also that the practice constitutes an unfair method 
of competition as against. manufacturers of all wool knit underwear 
and as against those manufacturers of mixed wool and cotton under- 
wear who brand their product truthfully. For when misbranded 
goods attract customers by means of the fraud which they perpe- 
trate, trade is diverted from the producer of truthfully marked 
goods. That these honest manufacturers might protect their trade 
by also resorting to deceptive labels is no defense to this proceeding 
brought against the Winsted Company in the public interest. 

The fact that misrepresentation and misdescription have be- 
come so common in the knit underwear trade that most dealers 
no longer accept labels at their face value, does not prevent their 
use being an unfair method of competition. A method inherently 
unfair does not cease to be so because those competed against have 
become aware of the wrongful practice. Nor does it cease to be 
unfair because the falsity of the manufacturer’s representation has 
become so well known to the trade that dealers as distinguished 
from consumers, are no longer deceived. The honest manufac- 
turer’s business may suffer, not merely through a competitor’s de- 
ceiving his direct customer, the retailer, but also through the com- 
petitor’s putting into the hands of the retailer an unlawful instru- 
ment, which enables the retailer to increase his own sales of the 
dishonest goods, thereby lessening the market for the honest product. 
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That a person is a wrongdoer who so furnishes another with the 
means of consummating a fraud has long been a part of the law 
of unfair competition. Vion Mumm v. Frash, 56 Fed. 830; Coca 
Cola Co. v. Gay-Ola Co., 200 Fed. 720, 722 [3 T. M. Rep. 1]; 
New England Awl § Needle Co. vy. Marlborough Awl & Needle Co., 
168 Mass. 154, 155. And trade-marks which deceive the public 
are denied protection although members of the trade are not misled 
thereby. Manhattan Medicine Co. v. Wood, 108 U. S. 218; Worden 
v. California Fig Syrup Co., 187 U. S. 516, 538. As a substantial 
part of the public was still misled by the use of the labels which 
the Winsted Company employed, the public had an interest in 
stopping the practice as wrongful; and since the business of its 
trade rivals who marked their goods truthfully was necessarily 
affected by that practice, the Commission was justified in its con- 
clusion that the practice constituted an unfair method of competi- 
tion; and it was authorized to order that the practice be discon- 
tinued. Reversed. 
Mr. Justice McReyno tps dissenting. 


Winstep Hosiery Company v. FeperRAL TrapeE ComMMISSION 


United States Circuit Court of Appeals for the Second Circuit 
April 13, 1921 


Trape-Names—Unrair Competition—Score or Feperar Trane Commission. 
The Federal Trade Commission is not made a censor of com- 
mercial morals generally, its authority being to inquire into unfair 
methods of competition in interstate and foreign commerce, if so doing 
will be of interest to the public. 

Trape-Names aND Unrarr Competition—Use or tHe Names “NatuRAL 
Woot,” “Merino,” “Austrattan Woot,” Etc., oN GARMENTS NOT ALL 
Woor—Terms GeneraALLy KNOWN TO THE TRADE. 

Where petitioner manufactured and sold men’s underwear, con- 
taining only a small amount of wool, variously as “Natural Merino,” 
“Gray Wool,” “Natural Worsted,” “Australian Wool,” it was not 
using an unfair method of competition against other makers, as such 

names were thoroughly established and understood in the trade, and 

the fact that some consumers were misled thereby does not make 
the acts complained of unfair. 
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Woed, Molloy & France, of New York City for appellant. 


James M. Beck, Solicitor-General, for the Federal Trade Com- 


mission. 


Warp, Circuit Judge: October 30, 1918, the Federal Trade 
Commission issued a complaint (No. 214, Docket page 75 herein) 
against the Winsted Company for a violation of Section 5 of the 
Act of September 6, 1914, it appearing to the Commission that a 
proceeding by it in respect thereof would be to the interest of the 
public. 

The particular charge made was: 


“Paragraph Three: That for more than one year last past, the 
respondent, Winsted Hosiery Company, with the purpose, intent and 
effect of stifling and suppressing competition in the manufacture and 
sale of underwear in interstate commerce, has, in the conduct of its 
business, manufactured and sold in commerce aforesaid, and labeled, 
advertised and branded certain lines of underwear composed of but a 
small amount of wool as— 

‘Men’s Natural Merino Shirts’ 
‘Men’s Gray Wool Shirts’ 
‘Men’s Natural Wool Shirts’ 
‘Men’s Natural Worsted Shirts’ 
‘Australian Wool Shirts’ 

“That such advertisements, brands and labels are false and misleading 
and calculated and designed to, and do, deceive the trade and general 
public into the belief that such underwear is manufactured and made and 
composed wholly of wool.” 


The answer of the defendant set up among other things: 


“Paragraph Two: Denies each and every allegation contained in 
paragraph marked ‘Paragraph Third’ of the complaint herein, except 
that the respondent admits that for more than one year last past it has 
in the conduct of its business manufactured and sold in commerce (as 
set forth in the complaint herein) and labeled, advertised and branded 
certain lines of underwear as— 

‘Men’s Natural Merino Shirts’ 
‘Men’s Gray Wool Shirts’ 
‘Men’s Natural Worsted Shirts’ 
‘Australian Wool Shirts’ 
‘Men’s Natural Wool Shirts’” 


And respondent further admits that such underwear so man- 
ufactured and made are not composed wholly of wool. 
For a further and separate defense to the complaint herein, 


respondent alleges as follows: 


} 
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“Paragraph Third: That for the past twenty years and at the present 
time, it has been a general custom and practice in the underwear business 
to manufacture, label, advertise and brand underwear as ‘Natural Merino,’ 
‘Wool, ‘Natural Wool, ‘Natural Worsted’ and ‘Australian Wool’ when 
such underwear so described is not composed wholly of wool, but on the 
contrary is composed only in part of wool, varying in the percentage of 
wool according to the different mills manufacturing such underwear, to 
meet the varying demands of the trade solicited, and served; and further, 
that said general custom and practice has been and now is universal in 
the underwear trade throughout the United States and has been followed 
by all the manufacturers engaged therein; and further, that said general 
custom and practice has been and now is well known to and recognized by 
the distributors of underwear throughout the United States.” 


For the purpose of expediting the proceeding and of avoiding 
the time and expense incident to a hearing, a statement of facts 
was agreed upon which contains among other things: 

“Paragraph Seven: ‘That for the past 20 years it has been a general 
custom and practice in the underwear business to manufacture, label, 
advertise and brand underwear and such wearing apparel as ‘Natural 
Merino, ‘Wool, ‘Natural Wool, ‘Natural Worsted, ‘Australian Wool,’ 
when in fact such underwear so described is not composed wholly of wool, 
and is composed only in part of wool, varying in the percentage of wool 
according to the different demands of the trade solicited and served, that 
this custom and practice is general and universal in the underwear trade 
throughout the United States and is followed by manufacturers engaged 
therein; that there are a few manufacturers of underwear whose products 
are composed wholly of wool and are branded and labeled by them as 
‘All Wool’; that large quantities of underwear and similar wearing ap- 
parel has been imported into the United States from foreign countries and 
it comes into direct competition with the underwear manufactured in the 
mills throughout the United States; that the underwear and similar wear- 
ing apparel so imported into the United States has been and now is 
labeled, branded and advertised as ‘Wool,’ ‘Merino’ and ‘Worsted’ under- 
wear in accordance with the general custom and practice in the underwear 
trade in the United States, although the said underwear is not composed 
wholly of wool, but, on the contrary, is composed partly of wool in varying 
percentages.” 


The Commission filed its conclusion of law as follows: 


“From the foregoing findings the Commission concludes that the 
method of competition set forth is under the circumstances set forth, in 
violation of the provisions of Section 5 of an Act of Congress, approved 
September 26, 1914, entitled, ‘An Act to create a Federal Trade Com- 
mission, to define its powers and duties, and for other purposes’.” 


And issued its order to cease and desist as follows: 
“Now, Therefore, It Is Ordered, that the respondents, Winsted Hosiery 


Company, its officers, agents, representatives, servants and employees cease 
and desist from directly or indirectly employing or using the labels and 
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brands ‘Wool, ‘Merino,’ and ‘Worsted, or any similar descriptive brands 
or labels on underwear, socks or other knit goods composed partly of wool, 
except either (1) when a knit fabric is made entirely of wool yarns of a 
kind specified, or (2) when the term describing the wool stock is joined 
with the name of other staple or staples contained in the knitted fabric 
(e. g., Wool-and-Cotton; Worsted-and-Cotton; Wool Worsted-Merino and 
Cotton; Worsted, Cotton and Artificial Silk). 

“Respondent is further ordered to file a report in writing with the 
Commission three months from notice hereof stating in detail the manner 
in which this order has been complied with and conformed to.” 


March, 1920, the Winsted Company filed its petition in this 
Court to set aside the order. 

Thereupon the Commission applied for permission to take 
additional evidence under Section 5 of the Act, which was granted. 
A great deal of testimony was taken by the Commission which 
fully established that the trade was not misled in any respect by 
the label complained of. But some witnesses testified that in their 
opinion some part of the consuming public was or might be misled 
into thinking the underwear so described was pure wool. 

January 14, 1921, the following modification of its original 
order to cease and desist was issued by the Commission: 


“This proceeding having been heard by the Federal Trade Commission 
upon complaint of the Commission, the answer of the respondent, the 
statement of facts, agreed upon by counsel for the Commission and 
respondent, and upon the additional evidence taken for the Commission 
under an order of the United States Circuit Court of Appeals, for the 
Second Circuit, dated October 18, 1920, and the Commission having, by 
reason of such additional evidence, modified some of its original findings 
and adopted new findings as to the facts and adopted its conclusion that 
the respondent has violated the provisions of the Act of Congress, ap- 
proved September 26, 1914, entitled, ‘An Act to create a Federal Trade 
Commission, to define its powers and duties, and for other purposes,’ it 
now recommends the following modification of its original order to cease 
and desist herein, dated January 20, 1920: 

“It Is Now Ordered, that the respondent, the Winsted Hosiery Com- 
pany, its officers, agents, representatives, servants and employees, do cease 
and desist from employing or using as labels or brands on underwear or 
other knit goods not composed wholly of wool, or on the wrappers, boxes 
or other containers in which they are delivered to customers, the word 
‘Merino,’ ‘Wool,’ or ‘Worsted,’ alone or in combination with any other 
word or words, unless accompanied by a word or words designating the 
substance, fibre or material other than wool of which the garments are 
composed in part (¢. g., ‘Merino, Wool and Cotton’; ‘Wool and Cotton’; 
‘Worsted, Wool and Cotton’; ‘Wool, Cotton and Silk’) or by a word or 
words otherwise clearly indicating that such underwear or other goods is 
not made wholly of wool (¢. g., part wool). 
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“Respondent is further ordered to file a report in writing with the 
Commission three months from notice hereof, stating in detail the manner 
in which this order has been complied with and conformed to.” 


The Commission is not made a censor of commercial morals 
generally. Its authority is to inquire into unfair methods of com- 
petition in interstate and foreign commerce, if so doing will be of 
interest to the public. And if such method of competition is pro- 
hibited by the act to issue an order requiring the person or cor- 
poration using it to cease and desist from doing so. We have 
heretofore so understood the extent of the Commission’s authority 
in Federal Trade Commission v. Gratz, 258 Fed. Rep. 314 [9 T. M. 
Rep. 409]; affirmed 253 U. S. 421 (page 562) and New Jersey 
Asbestos Co. v. Federal Trade Commission, 264 Fed. Rep. 509 
(page 545). 

In this case there was obviously no unfair method of com- 
petition as against other manufacturers of underwear. The labels 
were thoroughly established and understood in the trade. There 
was no passing off of the petitioner’s goods for those of another 
manufacturer. There was no combination in restraint of trade nor 
any attempt to establish a monopoly. Manifestly no other manu- 
facturer of underwear could have maintained a suit against the 
petitioner for unfair competition or for an injunction or damages 
under the Anti-Trust Acts. Assuming that some consumers are 
misled because they do not understand the trade signification of the 
labels or because some retailers deliberately deceive them as to 
its meaning the result is in no way connected with unfair competi- 
tion, but is like any other misdescription or misbranding of products. 
Conscientious manufacturers may prefer not to use a label which 
is capable of misleading and it may be that it will be desirable 
to prevent the use of the particular labels, but it is in our opinion 
not within the province of the Federal Trade Commission to do so. 
The order is reversed. 
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RoyaL Bakina Powper ComMpaANy v. FEDERAL TRADE CoMMISSION 


United States Circuit Court of Appeals for the Second Circuit 


Trape-Marks and Unrair Competirion—Feperat Trape Commission Acr 
—Purpos—e OF THE Act. 

The proceedings which the Commission is authorized to institute 
are not punitive, nor is it the intent of the act to make compensation 
for any injuries suffered, the purpose being the prevention of injury 
to the general public, and to deal with, not acts of unfair competition, 
but the use of unfair methods of competition. 

Trape-Marks—Unramr Competirion—‘Dr. Price’s Cream Bakine Pow- 
pER’—MIsLEADING DesIGNATION AND ADVERTISING aS Unrair Com- 
PETITION—UseE or Otp Name oN New Propuct Soxtp ar Lower 
Price: - APPEAL—AFFIRMATION. 

Where the respondent, which, together with its predecessors in 
business, had for over sixty years made and put on the market a cream 
of tartar baking powder under the name “Dr. Price’s Cream Baking 
Powder,” later substituted phosphate for the cream of tartar, re- 
duced the price approximately one-half and advertised and sold the 
new product under substantially the same labels, with only minor 
changes, it calculated to deceive the public and did so deceive it 
into buying a phosphate baking powder, believing it to be the cream 
of tartar powder formerly put out by the respondent; and the Com- 
mission’s order to cease and desist is affirmed. 


Moore, Hall, Swan & Cunningham, of New York City, for peti- 
tioner. 
William A. Moore, John H. Jackson, of counsel, W. H. Fuller, 


Chief Counsel, Federal Trade Commission, James T. 
Clark, for respondent. 


Before Rogers, Hoven and Manton, Circuit Judges. 


Petition to revise an order of the Federal Trade Commission. 


Order affirmed. 


The case is stated in the opinion. 

Rogers, Circuit Judge: The Congress has passed what is 
known as the Federal Trade Commission Act. This Act was ap- 
proved on September 26, 1914. 38 U.S. St. at L, c. 311, p. 717. 

The act authorized the creation of the Federal Trade Com- 
mission to be composed of five commissioners, to be appointed by 
the President with the advice and consent of the Senate. It de- 
clares that unfair methods of competition in commerce are unlaw- 


ful. The Commissioner is empowered and directed to prevent per- 
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sons, partnerships, or corporations, except banks and common car- 
riers, from using unfair methods of competition in commerce. 

The constitutionality of this act was challenged in Sears, 
Roebuck & Company v. Federal Trade Commission, 258 Fed. 307. 
The act invests the Commission with certain quasi-legislative and 
quasi-judicial power, and it was argued that there was an unlawful 
delegation both of legislative and judicial power. The Circuit 
Court of Appeals in the Seventh Circuit in the above-named case 
had no difficulty in sustaining the validity of the statute, and it 
pointed out that grants of similar authority to administrative 
officers and bodies had not been found repugnant to the Constitu- 
tion, citing cases. In the cases which have been before us no 
attempt has been made to deny the validity of the act, and it is 
not questioned in the case now before us. 

The Federal Trade Commission on February 4, 1920, caused 
a complaint to be issued against the Royal Baking Powder Com- 
pany, a corporation organized under the laws of the State of New 
Jersey. The Royal Baking Powder Company, hereinafter referred 
to as the petitioner, is engaged in manufacturing and selling in 
interstate commerce, and in competition with many other concerns 
similarly engaged, baking powders, not only under its own name 
but in the name of its constituent companies and particularly the 
Price Baking Powder Company, which was one of four pre-existing 
corporations with which it was consolidated. 

The complaint alleges that the petitioner is engaged in vio- 
lating the provisions of Section 5 of the Act of Congress approved 
September 26, 1914, 38 St. at L. 717. That is the act which 
created the Federal Trade Commission and defined its powers and 
duties. 

The petitioner in due time filed its answer and testimony was 
taken, and after oral argument before the Commission, the Com- 
mission made its findings and issued the order which we are now 
asked to review. 

Section 5 of the Act among other things declares “That un- 
fair methods of competition in commerce are hereby declared un- 
lawful. The Commission is hereby empowered and directed to 
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prevent persons, partnerships, or corporations, except banks, and 
common carriers subject to the acts to regulate commerce, from 
using unfair methods of competition in commerce.” 

The Commission in carrying into effect the provisions of the 
act is authorized to institute proceedings against those it has reason 
to believe are violating the terms of the statute. The proceedings 
which the Commission is authorized to institute are not punitive 
and no form of punishment is provided. It is not intended that 
compensation is to be made for any injuries which may have been 
suffered. The intent of the act is the prevention of injury to the 
general public. What the Commission is created to deal with is 
not acts of unfair competition but the use of unfair methods of 
competition. 

The act provides that if at the hearing the Commission is 
of the opinion that the method of competition in question is pro- 
hibited by the act it shall make a report in writing in which it 
shall state its findings as to the facts, and that it shall issue an 
order requiring the person, partnership, or corporation found to 
be engaged in such unfair method “to cease and desist from using 
such method of competition’; and the act also provides that in 
any application to this court either to enforce the order, or to 
affirm, set aside or modify it, “The findings of the Commission as 
to the facts, if supported by testimony, shall be conclusive.” 

The transcript of record which in this case has been filed in 
this court contains voluminous findings made by the Commission, 
covering 20 printed pages. These findings seem to us to be sup- 
ported by the testimony, and they are therefore to be accepted and 
treated as conclusive. 

The length of the findings makes it undesirable to incorporate 
them herein ipsissimis verbis, and we are compelled to confine 
ourselves to a statement of the substance thereof. From the findings 
as made it appears that the petitioner has been engaged since its 
organization in 1899 in the manufacture of baking powders and 
in their sale and shipment in interstate and foreign commerce. In 
1899 it acquired the entire capital stock of the Price Baking Pow- 
der Company, the Cleveland Baking Powder Company, and a 
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former corporation also known as Royal Baking Powder Com- 
pany. The baking powder manufactured by the Price Baking 
Powder Company was known as “Dr. Price’s Cream Baking Pow- 
der.” The Cleveland Company manufactured the “Cleveland Su- 
perior Baking Powder,’ and the former Royal Baking Powder 
Company, the “Royal Baking Powder.’’ And after the petitioner 
acquired the stock of these companies it continued the manufacture 
and sale of these three brands of powder. From 1899 to 1917 it 
had sold “Dr. Price’s Cream Baking Powder” under the name of 
the Price Baking Powder Company, but in 1917 and thereafter 
up to September, 1919, it manufactured and sold it under its 
own name. 

Baking powder consists of (1) a carbonate, usually bicar- 
bonate of soda, mixed with (2) an acid ingredient capable of 
reacting with the alkaline carbonate, when moistened, and setting 
free carbonic acid gas, which gas raises the dough, and (3) a filler, 
usually flour or corn starch, which tends to prevent any premature 
reaction caused by the moisture in the air. 

The baking powder known as “Dr. Price’s Cream Baking 
Powder” was originated in 1853 by Dr. Vincent C. Price, a physi- 
cian, and was manufactured by him, and by various firms of which 
he was a member, up to 1884, when the Price Baking Powder 
Company acquired the business and continued the manufacture 
and sale of said baking powder until the business was taken over 
by the petitioner and during all of said time and until September, 
1919, the said baking powder was a cream of tartar baking powder, 
and was advertised and sold exclusively as such. Dr. Price never 
manufactured a phosphate baking powder. 

For a period of over sixty years prior to September, 1919, 
the “Dr. Price’s Cream Baking Powder’ had been marketed and 
advertised exclusively as a cream of tartar baking powder, and for 
at least thirty-five years (1884-1919) the petitioner and its pred- 
ecessor, the Price Baking Powder Company, carried on an ex- 
tensive advertising campaign, throughout twenty-two states in the 
middle and western sections of the country, to establish in the 
minds of consumers the superiority, especially from the point of 
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view of healthfulness, of its cream of tartar baking powder, and 
the inferiority of the baking powders manufactured and sold by 
competitors and containing phosphate or alum, or both, as their 
acid ingredients, which competing powders were represented by 
the petitioner to be unwholesome and deleterious. 

Through circulars, pamphlets, cook-books, newspapers, and 
other forms of advertising, the petitioner for many years prior to 
September, 1919, warned the purchasing public against the use 
of phosphate baking powders, and asserted that cream of tartar 
was the only acid ingredient which should be used in baking pow- 
der. It emphasized the wholesomeness and food value of cream 
of tartar and maintained that phosphate was unwholesome and 
dangerous as an ingredient, was produced either by dissolving 
bones in oil of vitriol, or from rocks formed by the action of the 
excreta of birds and animals on limestone. It referred to phos- 
phate as “bone-acid” or “lime phosphate,” and alleged that it was 
of purely mineral origin, left objectionable mineral residues in 
the food, and many other statements to the same or similar effect. 
It further asserted that it had never manufactured any but ex- 
clusively cream of tartar powders, that no cream of tartar baking 
powder ever contained phosphate and that no phosphate powder 
ever contained cream of tartar. 

By means of such advertising the petitioner was able to sell 
large quantities of its cream of tartar baking powder, under the 
name “Dr. Price’s Cream Baking Powder,’ in competition with 
phosphate baking powders and alum baking powders selling for 
about one-half and one-fourth, respectively, of the selling price 
of petitioner’s said cream of tartar baking powder. 

The petitioner continued up to May 28, 1919, to publish and 
circulate disparaging advertisements concerning baking powders 
containing such phosphate. 

In a “News Item for Trade Papers’’ petitioner asserted that 
in view of the high cost and scarcity of cream of tartar, the growing 
demand for a pure baking powder at a low price, and recent 
scientific developments in phosphate which permitted the manu- 
facture of a pure, high-grade, phosphate baking powder containing 
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no deleterious or objectionable substances at a very much lower 
price, it had decided to change its well-known Dr. Price’s brand 
from a cream of tartar powder to a straight phosphate baking 
powder to be sold at approximately one-half its former price, after 
November 1, 1919. 

The petitioner began the manufacture of said phosphate pow- 
der in September, 1919, and put the same on the market about 
the middle of November, 1919, in the States of Illinois, Wisconsin, 
Missouri and part of Kansas. The label on the new goods was 
the same as had been previously used on the cream of tartar pow- 
der, except that a small circular “World’s Fair Award” sticker 
was omitted from the front panel and a clause headed “A Pure 
Phosphate Powder” was printed in red diagonally across the back 
panel, giving the new ingredients, “Bi-carbonate of Soda, Phos- 
phate, Cornstarch.” There was retained on this label the declara- 
tion in heavy black type, more conspicuous than the red overprint, 
that the powder contained “Pure Grape Cream of Tartar, Tar- 
taric Acid.” 

In August, 1919, the petitioner ordered 18,000,000 new labels 
printed to be used as the permanent label for the new phosphate 
baking powder. All of the distinctive features of the old cream 
of tartar labels were retained on these new labels, including the 
name “Dr. Price’s,’ which had been advertised for many years as 
denoting exclusively a cream of tartar powder and not a phosphate 
powder. Quotation marks were placed around the word “Cream,” 
registered as a trade-mark by petitioner, and the design of a cor- 
nucopia containing clusters of grapes was modified by changing 
the grapes to flowers, but retaining the general contour. At the 
bottom of the front panel the legend “Perfectly Pure’ was re- 
placed by the words “A Pure, Phosphate Powder” in the same size 
of type, “Standard for 60 years,’ became “Makers for 60 years”; 
and various other minor changes were made. 

These new permanent labels, the Commission found, were so 
like the labels previously used by petitioner on the cream of 
tartar powder in arrangement of lettering and design, in colora- 
tion and general appearance, as to cause the one to be mistaken 
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for the other and to confuse and mislead purchasers familiar with 
the former product as to the character of the contents of the new 
cans. In its efforts to avoid, as far as possible, any striking mod- 
ification of the general appearance of the containers, respondent 
caused the bottom of the new cans to be forced up to make allow- 
ance for the smaller bulk of the phosphate goods. The petitioner's 
president regarded any change in the general appearance or colora- 
tion of the label inadvisable. 

The new phosphate powder was introduced first in the States 
of Illinois, Wisconsin, Missouri and a portion of Kansas in No- 
vember, 1919, and, at the same time, the petitioner began an adver- 
tising campaign in newspapers, trade journals and on billboards, 
window posters, card displays and motion picture films. In these 
advertisements the fact that the new powder was to be offered to 
the public at about one-half of the former price was given em- 
phasis. In some instances the advertisements failed to make any 
mention whatever of the change from cream of tartar to phosphate 
as the acid ingredient. In others a reference was made in the 
body of the advertisement to the use of “new methods of produc- 
tion with pure phosphate.” No mention of phosphate appeared in 
the headings of any of the advertisements prior to the beginning 
of the proceeding before the Commission, except that three of the 
advertisements bore the caption ‘““The ‘Cream’ of Phosphate Baking 
Powders.” 

The following are examples, which might easily be multiplied, 
of respondent’s advertisements of the new powder which contained 
no mention of phosphate: 


“What One Neighbor Told Another 

“Have you heard the good news? The price 
of Dr. Price’s Baking Powder has been reduced 
nearly one-half. When the grocer told me, I 
just threw away that alum mixture I have been 
using, and order a can of 
DR. PRICE’S 
Baking Powder 
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A name famous for 60 years is a guarantee 
of quality,” ete. 


Again: 
“Don't Increase the High Cost of Living 

by spending your shrunken dollar and risking 
your health for doubtful baking powders when 
you can now get 

DR. PRICE’S 

Baking Powder 
at about one-half the former cost. A name 
famous for 60 years assures quality and de- 
pendability.” 


Again: 
“Putting More in the 
Market Basket 
The greatly reduced price of Dr. Price’s 
Baking Powder enables you to put more good 
things in your market basket. The saving will 
help pay for the flour and other things you put 
in your cakes, and besides, you are assured of 
the wholesomeness of 
DR. PRICE’S 
Baking Powder 


A name famous for quality for 60 years.” 


In addition, the petitioner used for advertising purposes, bill- 
board posters and motion picture slides which tended to create 
the belief on the part of the public that the new powder which 
it was placing on the market was in fact Price’s Baking Powder 
which had been well known for 60 years as a cream of tartar 
powder, and to conceal or obscure the fact that it was a radically 
different powder. 

The Commission found that the advertising was false and mis- 
leading in representing to the public that the price of said new 
phosphate baking powder had been reduced to about one-half its 
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former cost, when in fact the price of said powder had been at 
all times the same; and petitioner’s use on a phosphate baking 
powder of a brand which had by its own efforts become identified 
exclusively with a cream of tartar powder as opposed to a phos- 
phate powder, which latter type of powders respondent had for 
many years denounced as undesirable and unhealthful, was calcu- 
lated and designed to deceive and did deceive the public and espe- 
cially such part of the public as was accustomed to obtain a pure 
cream of tartar baking powder under the well-known brand “Dr. 
Price’s Baking Powder.” 

The Commission also found that petitioner's said advertising 
and its said conduct in using said well-recognized brand or name 
upon a phosphate baking powder tended, under the circumstances 
hereinbefore set forth, unfairly to hinder and obstruct the business 
of competitors engaged in manufacturing and selling cream of 
tartar baking powder, at their normal prices, which were approxi- 
mately double the prices asked by respondent for said phosphate 
powder. 

The Commission further found that the petitioner’s method 
of advertising and branding also tended unfairly to hinder and 
obstruct the business of respondent’s competitors engaged in the 
manufacture and sale of phosphate baking powders in competition 
with said phosphate baking powder of respondent selling at an 
alleged reduced price, under a name used for sixty years on an 
exclusively cream of tartar powder. 

The Commission, therefore, declared that the petitioner was 
using unfair methods of competition in interstate and foreign com- 
merce in violation of the Act of September 26, 1914. 

It thereupon issued its order directing the petitioner to cease 
and desist from: 

“1. Using on the new phosphate baking powder manufac- 
tured by it the so-called ‘over-print label’ or the so-called ‘new 
label’ heretofore used by it, or any label simulating or resembling 
in coloration, design or general appearance the labels formerly 
used by respondent on its ‘Dr. Price’s’ brand of cream of tartar 
baking powder; 
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2. Selling, or advertising for sale, said phosphate baking 
powder under the name ‘Dr. Price’s’ or ‘Price's’ unless the word 
‘cream’ is omitted, and the word ‘phosphate’ is incorporated as 
part of the name of said baking powder, on the labels thereof and 
in the advertisements relating thereto; 

3. Advertising or representing, in connection with the sale 
of said phosphate baking powder, that respondent’s ‘Dr. Price’s’ 
cream of tartar brand of baking powder has been reduced in price; 

4. Representing by advertising or otherwise, that said phos- 
phate baking powder is the baking powder sold by respondent for 
many years under its ‘Dr. Price’s’ brand.” 

This court is satisfied upon a careful examination of the 
transcript that the findings are amply justified by the evidence 
and this leaves as the sole question for us to determine whether 
the order is one within the jurisdiction of the Commission and 
therefore valid. 

The petitioner contends that misrepresentation of the quality 
or ingredients of one’s own goods is not “an unfair method of 
competition” within the meaning of the Federal Trade Commission 
Act. Counsel for the petitioner argues that no statute or decided 
case has declared that a manufacturer or trader owes to his com- 
petitors the duty of refraining from misrepresentation of the quality 
or ingredients of his own goods, and that on the contrary it has 
been firmly held that no such duty exists. And it is said that in 
making the order now under review the Commission assumed not 
only to create a new rule of substantive law, but to destroy one 
of long standing and universal acceptance. And our attention 
is called to the following cases in support of the above contention: 
American Washboard Co. v. Saginaw Mfg. Co., 103 Fed. 281; 
Borden’s Condensed Milk Co. v. Horlick’s Malted Milk Co., 206 
Fed. 949 (3 T. M. Rep. 476); Armstrong Cork Co. v. Ringwalt 
Linoleum Co., 235 Fed. 458 (6 T. M. Rep. 570). The first two of 
these three cases were decided prior to the enactment of the statute 
which created the Federal Trade Commission and defined its 
powers. The third case is a decision of the District Court of New 


Jersey and contains no reference to the statute creating the Federal 
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Trade Commission. It was decided upon the authority of the Ameri- 





can Washboard Company case which it followed, and which we 






shall refer to more fully in a moment. 
In the District Court the defendant moved to dismiss the bill 
under Equity Rule 29 on the ground that it did not state facts 







sufficient to constitute a cause of action. The motion was granted, 
and the case was taken to the Circuit Court of Appeals for the 







Third Circuit and there reversed without, however, any expression 






of opinion upon the merits. That court remanded the case with 






directions to reinstate the bill, overrule the demurrer and proceed 






to final hearing, without prejudice to the right to raise the question 
as to the sufficiency of the bill. The court added: 
“We might add that, in view of the possibility of bringing 
























such matters as are here involved before the Federal Trade Com- 
mission, this order is made without prejudice to the rights of the 


parties, while this appeal is pending, to apply for relief to that 
body if it so desires.” (Armstrong Cork Co. v. Ringwalt Linoleum | 
Works, 240 Fed. 1022 [6 T. M. Rep. 570].) | 

Afterwards this matter was brought before the Federal Trade | 
Commission, and an order was made by it to cease and desist from 
using the word “linoleum,” and from such order no appeal was 
taken. 

In the American Washboard Company case the complainant 
was the manufacturer of a washboard having the rubbing face made 
of aluminum and upon which it used the word “Aluminum” as a 
trade-name. It was the only manufacturer of such boards in the 
country, having secured a monopoly of all the sheet aluminum pro- 
duced which was suitable for use in their manufacture. The bill 
which asked for an injunction alleged that the defendant had 
placed on the market a washboard on which it used the word “Alu- 
minum” by reason of which the public was deceived into buying 
it as a genuine aluminum washboard, although there was none of 
that metal in its composition. The Circuit Court of Appeals for 
the Sixth Circuit, then composed of Judges Taft, Lurton and Day, 
each of whom later became a member of the Supreme Court, held 
that the facts alleged did not entitle the complainant to relief, 
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since it was not shown that purchasers bought defendant’s boards 
in the belief that they were made by complainant. In the course 
of the opinion, which was written by Judge Day, he said: 

“Can it be that a dealer who should make such articles only 
of pure wool could invoke the equitable jurisdiction of the courts 
to suppress the trade and business of all persons whose goods may 
deceive the public? We find no such authority in the books, and 
are clear in the opinion that, if the doctrine is to be thus extended, 
and all persons compelled to deal solely in goods which are exactly 
what they are represented to be, the remedy must come from the 
legislature, and not from the courts.” 

The above case illustrates the reason which led Congress to 
enact the statute creating the Federal Trade Commission and mak- 
ing unfair methods of competition unlawful and empowering the 
Commission to put an end to them. By that statute the identical 
situation which the court in the above case said it was beyond its 
power to suppress has been brought within the jurisdiction of the 
Federal Trade Commission—created to redress unfair methods of 
competition. Before the enactment of the Federal Trade Com- 
mission Act the courts appear to have had jurisdiction of an action 
for unfair competition only when a property right of the com- 
plainant had been invaded. But the Federal Trade Commission 
Act gave authority to the Commission itself when it had reason to 
believe that any person, partnership, or corporation, was using any 
unfair method of competition in commerce, if it appeared to it 
that a proceeding by it in respect thereof “would be to the interest 
of the public” to bring such offending party before it to answer 
to its complaint and after a hearing could, upon good cause shown, 
require it to cease and desist from its unlawful methods. 

The answer to the contention of the counsel for the petitioner is 
found in a recent decision of the Supreme Court, which has not yet 
been published. In Winsted Hosiery Company v. Federal Trade 
Commission, 272 Fed. 957 (see ante p. 131), this court had before it 
the method of an underwear manufacturing company of branding its 
products as wool, merino, etc., when in fact they were composed only 


partly of wool or merino. A great deal of testimony had been taken 
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which this court thought fully established that the trade was not 
misled in any respect by the label complained of. But some wit- 
nesses testified that in their opinion some part of the consuming pub- 
lic was or might be misled into thinking the underwear so described 
was pure wool. It also appeared that the method of branding 
which this manufacturer pursued was in accord with the general 
custom and practice of the underwear trade throughout the United 
States and was well known to and recognized by the distributors 
of underwear in this country. We, therefore, held that the order 
of the Federal Trade Commission requiring the particular manu- 
facturer to desist from such methods was error and did not con- 
stitute unfair competition. The reversal of the case by the Supreme 
Court has established the principle that advertisements which are 
false in fact constitute an unfair method of competition, although 
it was one commonly practiced and not intended to mislead the 
trade. The labeling of commodities in such a way as to deceive 
the public is an unfair method of competition. The manufacturer 
must not brand his goods as “wool’’ when they are part wool and 
part cotton. And it is now made plain that the statute has invested 
the Commission with jurisdiction to order anyone who misrepre- 
sents the quality of his goods in his advertising to cease and 
desist from such unfair methods of competition. 

In the case now before the court the Commission was con- 
vinced and its opinion was justified by the evidence that the peti- 
tioner in the use of its labels, and otherwise, was employing false 
and misleading advertising which was calculated and designed to 
deceive the public and which did deceive the public into buying 
a phosphate baking powder believing that it was the Dr. Price’s 
Baking Powder which had been well known for sixty years as 
a cream of tartar powder, concealing and obscuring the fact that 
it was a radically different powder. The case is plainly governed 
by the principle laid down in the Winsted Hosiery Company case. 

The novelty of the present case lies in the fact that the manu- 
facturer is passing off one of his products for another of his own 
products and the basis of this proceeding is the deception of the 
public. 
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In Sears, Roebuck & Company v. Federal Trade Commission, 
supra, decided in 1919, the Commission had entered an order com- 
manding a mail order house to desist from circulating catalogues 
containing advertisements falsely representing to the public that 
because of its large purchasing power and quick moving stock it 
was able to sell sugar at a price lower than its competitors. Mani- 
festly such advertisements tended to injure competitors and to 
deceive purchasers, and the Commissioner’s order was sustained, 
although it was subjected to verbal modification. 

The difference in principle between that case and the one 
now before us is, at best, simply one of degree. The method of 
advertising adopted by the Royal Baking Powder Company to sell 
under the name of Dr. Price’s Cream Baking Powder an inferior 
powder, on the strength of the reputation attained through sixty 
years of its manufacture and sale and wide advertising of its supe- 
rior powder, under an impression induced by its advertisements 
that the product purchased was the same in kind and as superior 
as that which had been so long manufactured by it. It is apparent 
that this was unfair alike to the public and to the competitors in 
the baking powder business. The purpose of the Congress in 
creating the Federal Trade Commission was aimed at just such 
dishonest practices, and business concerns that resort to dishonest 
devices of this nature must understand that they cannot add to 
their revenues or maintain their business standing by methods of 
competition which the law brands as “unfair” and therefore un- 
lawful. 


The order of the Commission is affirmed. 
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TrapeE-Marks AND Trapve-Names—Unrarr Comperitrion—“MEJE” AND 
“Hese” ror Evyaporatep Mitk—ConrusinG SIMILariItyY—DeEFeNnse 
or Goop Farru. 

The word “Meje” is held to infringe “Hebe,” both used as trade- 
marks on evaporated milk; and appellant’s good faith in selecting 
the mark is not a bar to relief, if it is shown that it infringed. 
SaME—ASSIGNMENT OF TrapE-Mark—Va.ipiry—INTENT. 
Where, in a transfer of a business, the assignee states that it is 
desirous of “acquiring the trade-mark and all the business and good- 
will associated therewith,” but no specific mention of the business 
was made by the grantor, this may properly be inferred from the 
wording, and the assignment is held to be sufficient. 
Same—DamaGes—LiaBILity FoR INFRINGEMENT. 
Although the fact that appellant’s good faith in choosing the 
infringing mark would have a bearing on the question of punitive 
damages, it would not affect that of the actual damages shown by the 


























evidence; and the decree referring the cause to a master for an 
accounting of profits and damages left wholly open the nature and 
extent of the defendant’s pecuniary liability resulting from the in- 
fringement. 


In equity. From a decree for plaintiff, defendant appeals. 


Affirmed. 


William H. Churchill, of Milwaukee, Wis., and Bennison F. 
Bartel, of Chicago, Ill., for appellant. 
C. P. Goepel, of New York City, for appellee. 


Before AtscHuLer, Evans and Page, Circuit Judges. 


ALSCHULER, Circuit Judge: The appeal is from a decree find- 
ing infringement by appellant of appellee’s trade-mark. The She- 
boygan Evaporated Milk Company in 1915 registered the trade- 
mark “Hebe” for “a milk product evaporated.” January, 1916, 
the trade-mark and business was assigned to the Pacific Coast 
Condensed Milk Company, and in May, 1918, there was an assign- 
ment to appellee by the Pacific Coast Condensed Milk Company 


under its changed name of Carnation Milk Products Company. 
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In 1915, and perhaps earlier, the milk product, which is a com- 
pound of skimmed milk and vegetable fats, was put upon the mar- 
ket under the trade-mark “Hebe,” sales of which have each suc- 
ceeding year largely increased, having been advertised extensively 
and at large expense, so that during the time of the alleged in- 
fringement the trade-mark was of considerable value. 

Appellant had long experience in manufacturing evaporated 
milks and in 1917 began to make and sell a milk compound sub- 
stantially like that sold under the name of “Hebe.” He first called 
it “Carolene,” but for certain business reasons abandoned that name 
and sought another one, employing others to assist him in the 
selection. He knew of “Hebe,” since that had become the com- 
mercially leading brand for a milk compound, being the only one 
which had been widely advertised. While casting about for a name 
he sold and delivered to jobbers in August, 1919, 20,000 cases 
unbranded, but somewhat later he fixed upon the name “Meje,” 
and sent out labels bearing that name, which were attached to the 
unbranded packages. 

The record is singularly free from proof of unfair competition 
and trade practice, beyond the mere fact of the resemblance of the 
two names. There is no contention of simulation of labels or the 
employment by appellant of improper means to secure trade aside 
from the matter of these names. 

A question of similarity of trade-names as applied to a par- 
ticular product must of necessity be largely a matter of impression. 
From absolute copy of a name to one which is radically and essen- 
tially different there are names innumerable, with varying degrees 
and shades of difference; and it would be impossible to lay down 
any general line of cleavage between infringing and non-infringing 
names. While the mind may readily conceive many names other 
than this which would more nearly approximate that of “Hebe,” 
we are of the impression that ‘““Meje” as applied to the same product 
is an approximation sufficiently close to be deemed an infringement. 
The two vowels are the same in both, and most persons would 
pronounce both of these long, accenting the first syllable of each 
word. The interest of the average consumer in either of the brands 
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is probably not such that he would charge his mind with the pre- 
cise form and sound of the word. The general form and sound 
of the words, having marked similarity, would strongly suggest 
the likelihood of confusion. Although there was here no evidence 
of actual confusion on the part of customers, this is not easily 
available, nor indeed necessary where the words themselves sug- 
gest it. 

There was evidence to show how carefully appellant selected 
the name, how he employed others to formulate a suitable name and 
to search the records for conflicting names, with the result that 
he was advised there was nothing registered which was in conflict. 
A Danish word “mejeri,”’ meaning dairy, was stated as the origin 
of the name. But appellant’s entire good faith in choosing a name 
would not, of course, bar appellee of its proper relief if, never- 
theless, it were concluded that this infringed. With so vast a field 
to choose from, and with appellee’s trade-name so well known to 
appellant, the choice of this name with like number of letters and 
syllables, like vowels of like place and sound, and with same accent, 
cannot be wholy justified. 

The assignment to appellee is attacked on the ground that by 
it the business of the assignor was not assigned. The assignment 
states that whereas the Hebe Company is desirous of acquiring 
the trade-mark and “all the business and good-will associated there- 
with,’ now therefore in consideration, etc., the Carnation Milk 
Products Company has sold, assigned, and transferred to the Hebe 
Company the entire right, title, and interest in and to said trade- 
mark and certificate of registration, “together with all the good- 
will of the business connected with said trade-mark Hebe, picture 
and certificate of registration.” The granting part of the assign- 
ment does not specifically mention the business. While this, in 
view of the recital, is probably an inadvertent omission, there would 
seem to be much difficulty in transferring of the good-will of a 
business wholly apart from the business itself. The good-will would 
not be transferred if the grantor remained at liberty to carry on 
and contend for the very business as to which the good-will of the 
former owner had by his conveyance passed to another. 
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As to assignment of registered trade-marks the statute pro- 
vides: 

“Every registered trade-mark * * * shall be assignable in connection 
with the good-will of the business in which the mark is used.” 33 St. L. 
727, c. 592, § 10 (Comp. St. § 9495). 

While it may be that in contemplation of the statute that would 
not be deemed an assignment “in connection with the good-will of 
the business’ which left the assignor free to continue the business 
as before the assignment, the assignment here is in the form which 
embodied the statutory provisions, and there is no evidence what- 
ever that since the assignment the assignor continued the business 
or has asserted any right to do so. We consider the assignment 
sufficient. 

Appellant insists that there was error in referring the cause 
to a master for an accounting of profits and damages, asserting 
there was no proof of fraud in the employment of the name “Meje,” 
and that it appears from the evidence that appellee lost no trade 
through anything that appellant had done, but that, on the contrary, 
appellee could not fill its orders, and that there is no evidence of 
sales by appellant. 

If it be assumed, as under the evidence it may not be improper 
to assume, that appellant acted in good faith in its selection and 
use of the name ‘“Meje,” this would, of course, have a bearing on 
the question of punitive damages, but would not affect the proposi- 
tion of actual damage, if any, which the evidence may disclose 
was occasioned to appellee by appellant’s use of this name on its 
product. Sales were shown of those goods to which appellant’s 
labels were attached before they reached the consumers. 

It is apparent, however, that in its interlocutory decree the 
court did not undertake finally to pass upon the question of the 
kind and extent of defendant’s liability, but left this open. While 
the decree provides that defendant pay over profits and damages 
suffered by appellee, it states that this is “without prejudice to 
defendant’s rights to raise and contest any issue respecting liability 
or decree of liability for either profits or damages,’ and then refers 
the cause to the master to hear proofs in relation to profits and 
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damages, and to report conclusions. We regard this decree as 
leaving wholly open the nature and extent of appellant’s pecuniary 
liability growing out of its ascertained infringement. 


The decree is affirmed. 


Tuomas L. Wiiui1ams, Dotina Business as THE MayBe_t LasBora- 
TORIES v. BENJAMIN ANSEHL, Doina BusINEss as 
LasHBRow LABoRATORIES COMPANY 


United States Circuit Court of Appeals, Eighth Circuit 





March 13, 1922 


Trape-Marks—‘LasH-Brow” ann “LasH-Brow-Ine” For Tortet Prepara- 
TIoONsS—ApreaL—Lower Court May not Arter Decree or ApPPEL- 
LATE Court. 
Where, in a case for infringement of the trade-mark “Lash-Brow” 
by the trade-mark “Lash-Brow-Ine,” the appellant found for the 
defendant and remanded the case to the lower court to be settled 
in conformity therewith, the latter court-may not make any changes 
in such mandate, but must enter a decree strictly im accordance there- 
with. 
From a decree of the District Court of the United States for 
the Eastern District of Missouri, defendant appeals. Modified 


and affirmed. For preceding opinion, see 10 T. M. Rep., p. 444. 


Delos G. Haynes, of St. Louis, Mo., for appellant. 
George J. Breaker (Messrs. Kay, Totten §& Brown, of Pitts- 
burgh, Pa., on the brief with him), for appellee. 


Before SANBorN and Carano, Circuit Judges, and Trirser, 
District Judge. 


Trieser, District Judge, delivered the opinion of the court. 


Upon a former appeal this court reversed a decree in favor of 
the plaintiff, the appellant on this appeal, holding that his trade- 
mark infringed Mr. Ansehl’s. In conformity with the opinion 
(267 Fed. 9 [10 T. M. Rep. 444]) the mandate directed the Dis- 
trict Court “to enter a decree enjoining the appellee, Thomas L. 
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Williams, doing business as the Maybell Laboratories, from further 
use of the trade-mark ‘Lash-Brow-Ine, but that there be no ac- 
counting.” 

The District Court, upon the receipt of the mandate entered 
a new decree, which after reciting certain findings of fact contained 
the following ‘provisions: 

“Fifth, that a permanent injunction be forthwith entered in 
accordance with the prayer of the cross bill of the said Benjamin 
Ansehl, restraining the said Thomas L. Williams, in his own name 
and in the name of the Maybell Laboratories, his and their attor- 
neys, agents, servants, clerks, employees, workmen, associates, con- 
federates, assignees and successors in business, and all persons 
holding under or through them or either of them, from further 
infringement of the rights, trade-mark and trade-name of the said 
Benjamin Ansehl and from unfair competition with the said Ben- 
jamin Ansehl in trade. 

“Sixth, it is further ordered, adjudged and decreed, that the 
said Thomas L. Williams, for himself, and for the said Maybell 
Laboratories, shall forthwith deliver up to this court, to be de- 
stroyed, all labels, advertisements, cards, signs, pictures, literature, 
stationery, boxes, cans, packages and other articles of any nature 
whatsoever, now or hereafter in the possession or under the control 
of the said Thomas L. Williams or of the said Maybell Labora- 
tories, containing in any manner the word or words ‘Lash-Brow- 
Ine’ or containing the words “The Lash-Brow-Ine Girl,’ or con- 
taining any advertising matter resembling, in dress, style of type 
or otherwise, the advertising matter heretofore employed by the said 
Maybell Laboratories in imitating the business of the said Ben- 
jamin Ansehl and in exploiting the preparation known as ‘Lash- 
Brow-Ine,’ and that said Thomas L. Williams and the said May- 
bell Laboratories be required to obliterate or otherwise remove from 
any medical preparation for stimulating and promoting the growth 
of eyebrows and eyelashes, in his or their possession or under 
his or their control, any mark, label or device including the words 
‘Lash-Brow-Ine’ or ‘Lash-Brow’ or containing words “The Lash- 
Brow-Ine Girl,’ or resembling in dress, style, type or otherwise 
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any advertisement or label heretofore employed by the said May- 
bell Laboratories in connection with the preparation heretofore 
known as ‘Lash-Brow-Ine’,’ and dismissed the plaintiff's (appel- 
lant on this appeal) complaint. 

There are seven assignments of error. The first three are to 
findings of fact and need not be noticed. The fourth assigns as 
error “the granting of a permanent injunction restraining appellant 
from unfair competition with the appellee in trade.” The fifth 
assigns “ordering appellant to deliver up to the court to be de- 
stroyed, any or all labels, advertising cards, pictures, etc., con- 
taining the words ‘Lash-Brow-Ine’ or the words ‘Lash-Brow-Ine 
Girl’.” 

The sixth assigns as error “in requiring the appellant to ob- 
literate or otherwise remove from any medical preparation for 
stimulating or promoting the growth of eyebrows or eyelashes in 
his or their possession, or under his or their control, any mark, 
label or device, including the words ‘Lash-Brow-Ine’ or ‘Lashbrow’ 
or containing the words “The Lash-Brow-Ine Girl’.” 

The seventh complains that “the decree is indefinite or might 
be construed to be at variance with t.2 opinion and mandate of 
the Circuit Court of Appeals in this cause.” 

As on appeals in equity an appellate court of the United 
States tries the case de novo, a trial court can, upon a reversal, 
only enter a decree in conformity with the opinion and mandate. 
The District Court cannot vary it or add anything, but must enter 
a decree strictly in accordance with the directions of the appellate 
court. In re Washington, etc., Railroad, 140 U. S. 91; Gaines 
v. Rugg, 148 U. S. 228, 243; in re Sanford, etc., Co., 160 U. S. 
247, 255; Illinois v. Illinois Central R. R., 184 U. S. 77, 92. As 
stated by Judge Adams, in delivering the opinion of this court in 
Harrison v. Clarke, 182 Fed. 765, 767, 105 C. C. A. 197: “It 
is well settled practice in the federal courts of appeal in reviewing 
equity causes to dispose of them finally on the record before the 
appellate court and not remand them for further trial.” To the 
same effect is D’Arcy v. Jackson, etc., Co., 212 Fed. 889, 129 


C. C. A. 409, where the court said: ‘‘When a case has been once 
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decided by an appellate court and remanded to a lower court, 
whatever was before the appellate court and disposed of by it, 
is considered as finally settled. The lower court is bound by the 
decree as the law of the case, and must carry it into execution 
according to the mandate; and cannot vary it or examine it then 
for any other purpose than execution; or give any other or further 
relief; * * * or intermeddle with it, further than to settle so much 
as has been remanded.” Citing numerous authorities. 

The fourth assignment of error complains of the fifth para- 
graph of the decree whereby the appellant is enjoined from unfair 
competition. This is clearly beyond the directions of the mandate 
of this court on the former appeal. The District Court when it 
rendered its decree at the first hearing did not try or pass on that 
issue, although prayed in appellee’s cross-complaint, nor did this 
court on the former appeal do so, nor did the mandate direct such 
a provision to be entered in the decree by the District Court upon 
receipt of the mandate. As hereinbefore stated, the District Court 
in entering a decree on a mandate of an appellate court, can add 
nothing to what the mandate directed to be done. 

The fifth assignment must also be sustained. The court in the 
sixth paragraph of the decree, added this provision to the decree, 
which neither the opinion nor mandate authorized. It ordered 
appellant to forthwith deliver up to the court, to be destroyed, 
all labels, pictures, etc., containing the words ‘‘Lash-Brow-Ine”’ 
or the words “Lash-Brow-Ine Girl.” Neither the opinion nor the 
mandate required the surrender of these articles for destruction, 
nor is it necessary that they should be surrendered and destroyed, 
as by obliterating the words found to be an infringement of appel- 
lee’s trade-mark, he is fully protected. The picture of the girl 
used in appellant’s advertisements, and which was exhibited to the 
court during the argument, if the offending words are obliterated, 
cannot deceive anyone as representing the article manufactured 
by appellee, as it doesn’t in any way resemble in dress, style or 
type the advertising matter of appellee. The pictures, and per- 
haps many of the cards, signs, boxes, cans, packages and other 


articles ordered by the decree to be destroyed, are of considerable 
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value and can be used without the offending trade-mark on them. 
Why then should they be destroyed? This court, in its former 
opinion, did not require it, deeming it unnecessary for the protec- 
tion of appellee’s trade-mark. 

The part of the decree requiring appellant “to obliterate or 
otherwise remove from any medical preparation for stimulating 
and promoting the growth of eyebrows and eyelashes these words,” 
is all that is needed for the protection of appellee’s trade-mark. 

The decree must be modified by eliminating the fifth para- 
graph and amending the sixth paragraph so as to read: 

“Sixth. It is further ordered, adjudged and decreed that the 
said Thomas L. Williams for himself and for the said Maybell 
Laboratories be required to obliterate or otherwise remove from 
any medical preparation for stimulating or promoting the growth 
of eyebrows and eyelashes, in his or their possession or under his 
or their control, and from all labels, advertisements, cards, signs, 
pictures, literature, stationery, boxes, cans, packages and other 
articles of any nature whatsoever now or hereafter in his or their 
possession, any mark, label or device containing in any manner the 
word or words ‘Lash-Brow-Ine’ or ‘Lash-Brow-Ine Girl,’ or con- 
taining any advertising matter resembling in dress, style of type 
or otherwise, imitating the business of said Benjamin Ansehl, in 
exploiting the preparation known as ‘Lash-Brow-Ine’.”’ 

The sixth and seventh assignments are without merit. 

The decree as modified is affirmed, the appellee to pay the 
costs of the appeal. 
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Warp Baxine Co. v. Oak Park Bakina Co., INe. 
(278 Fed. Rep. 627) 


United States District Court, District of Delaware 


January 25, 1922 


Trape-Marks AND Trape-Names—Ricur to Famiry NamMe—PRELIMINARY 

InzguNCTION DeniED ON SHOWING OF DamaGe TO DEFENDANT, 

Wuen Finat Hearine 1s NEAR. 

Where, in a case involving the right of defendant to use the 
surname “Ward” in his business as against plaintiff's claim to the 
same word, a final hearing can speedily be had and a preliminary 
injunction would work serious harm to the defendant, none will issue. 


In equity. On motion for preliminary injunction. Motion 


denied. 


Pennie, Marvin, Davis & Edmonds, of New York City, and 
Herbert H. Ward, of Wilmington, Del., for plaintiff. 
William S. Hilles, of Wilmington, Del., for defendant. 


Morais, District Judge: The motion herein for a preliminary 
injunction, directed mainly to the use by the defendant of the 
word “Ward” in connection with its bakery products, has been 
heard upon bill, answer, affidavits, and exhibits. 

Among the defenses to this motion are those of laches, acqui- 
escence, unclean hands, right of defendant to use the family name 
of Ward, and that its use has been so accompanied by other words 
and marks as to distinguish its products from those of complainant. 
The affidavits are in conflict on practically every cardinal point. 
Even the validity of the registration by the complainant of the 
word “Ward” as a trade-mark is denied by the sworn answer of 
the defendant. The defendant is one of a number of subsidiary 
companies of “Ward Bros. Company,’ a New York corporation. 
Two brothers named Ward are officers and the dominant force in 
those companies. They have used the name “Ward” in the title 
of some of their corporations and in connection with their bakery 
products in certain localities for almost ten years. The conditions 
under which this has been done are in dispute. That which the 
defendant herein is now doing it apparently had done since 1919. 
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Final hearing may be had without delay. The injury done 
to the rights, if any, of the complainant, cannot be materially ag- 
gravated or extended in the interim. If, however, a preliminary 
injunction issue, the defendant would be required to change its 
cartons, the inscriptions on its wagons, and its mode of advertising, 
which would probably be productive of great and irreparable injury 
to the defendant, should it be ultimately determined that the com- 
plainant is without right to the relief it seeks. Under such circum- 
stances, I think the motion for a preliminary injunction should 
be denied. 

It will be so ordered. 


















AMERICAN YELLOW Taxi Operators, INc. v. Epwarp 
J. A. QUINN, ET AL. 


New York Supreme Court—Special Term, Part I 


April 17, 1922 


Unrair ComPpetition—Use or Srminar Corors AND DressinG ON TaxIcaBs— 
“YeELLow AND Biack”—Moopiriep Ricut oF Princirpar User. 
Where the plaintiff operated for several years a taxicab service, 

employing on the cabs a particular “get up,” in which the colors 
orange and black were conspicuous, but after several other competitors 
had used different arrangements of the same colors in a similar serv- 
ice, it is entitled to a preliminary injunction against the defendants 
who, entering the field later than plaintiff, each used a combination of 
yellow and black on their cabs, but a final injunction must await proof. 
Parker & Aaron (Herman Aaron and Charles Adkins Baker, 
of counsel), all of New York City, for plaintiff. 
Lyman DeF. Branden, Charles P. Sullivan and Henry Rodger, 


all of New York City, for defendants. 


ConaLan, J.: These are three of a series of motions in suits 
brought by the plaintiff against owners and operators of public 
taxicabs in the City of New York to enjoin their operation on the 
ground that they are imitating the taxicabs in the service of the 


plaintiff. There are variances in detail and design in the resem- 
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blances claimed to exist between the cabs of the plaintiff and of 
the several defendants. But the general claim made by plaintiff 
is that the defendants have painted and marked their cars in such 
a way as to imitate its cars to an extent which misleads the public 
into the belief that their cars are the cars of the plaintiff. The 
plaintiff makes no claim that it has either a trade-mark or a copy- 
right in any part of the taxicabs, or that it is the inventor of any 
design or subject matter capable of protection as an artistic design 
or as a matter of invention. It rests its claims solely upon the 
principles of unfair competition, and asserts that during the summer 
and fall of 1921 it has built up for itself a valuable good-will and 
reputation which entitle it to protection against the acts of the 
defendants which are herein complained of. Plaintiff asserts that 
it has selected, from the many combinations of color and dress 
with which motor cars can be distinguished, the distinctive colors 
of orange and black, or as they are sometimes called, yellow and 
black. It admits that it invented neither these colors, nor their 
combination, nor the design under which they now are being used. 
It admits that for some years they have been used in Chicago, 
Philadelphia and Newark, and continue to be used in those cities. 
But it asserts that, at the time it began operations in this city, 
there were no taxicabs in regular operation here that were in color, 
make-up and style similar to and easily confounded or confused with 
the taxicabs of the plaintiff. It admits that such colors, in prac- 
tically similar make-up and style, were used upon the streets of 
New York, on taxicabs—for a period beginning about 1908 and 
extending for five or six years thereafter—by a corporation and 
by individuals other than itself. In fact, it admits its operation in 
the city commenced in the spring of 1921, when it began business 
with about twenty taxicabs, and since that time it has continued 
in business with an increasing number of cars until it now operates 
over 200 on the streets and avenues of this city. It asserts that 
commencing in the early winter of this year other taxicabs, imitating 
the style, markings and name of the plaintiff, began to appear in 
large numbers upon the streets of New York. In the great ma- 


jority of cases these taxicabs are operated by their owners, and 
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in many cases the same cars had been operated previously—by 
the owners or their predecessors in ownership—under various other 
colors, such as black, brown and white and other combinations. 
In a number of cases, however, the operators are using new cars 
bought from the same manufacturer from whom the plaintiff has 
purchased its cars and have had them delivered, painted with the 
same colors as those of the plaintiff. Plaintiff claims that the 
purpose of the defendants in such purchases and imitations has 
been to take advantage of the good-will, reputation and business 
enterprise of the plaintiff and that this condition is an injury and 
an injustice to it. It urges that the law, on facts as recited herein, 
has been settled already and entitles it to an injunction preventing 
any use by others of cars of a style or design that reasonably 
can be connected or confused, by the ordinary observer and under 
ordinary conditions of street user, with the service of the defendant. 
An exhaustive brief has been submitted on its behalf, interestingly 
and learned, reviewing previous decisions made on questions akin 
to the ones submitted here and citing many instances in which 
at Special Term injunctions havé been granted, and several in 
which the decisions have been affirmed by the Appellate Division. 

A careful examination of the papers and of the claims on both 
sides convinces me that, while the plaintiff is entitled to injunctive 
relief, protecting it in the good-will and reputation it has estab- 
lished, it is not entitled to a sweeping injunction, preventing all 
others who own or operate public taxicabs for hire from using in 
any form the colors orange and black or black and yellow. The 
cases under which the right to use exclusively the colors black and 
white as a combination upon taxicabs was sustained are not in 
point. In the litigation in which that relief was granted it was 
clearly established by the plaintiffs therein that they were the first 


to use such a combination of colors and had a course of business 


sufficiently long continued to give them a proprietary right, under 


the law, to the exclusive use of such a combination. 

In the present cases no such condition of affairs exists. It 
is admitted that the combination of orange and black or yellow and 
black was used in the city for years before the plaintiff was in- 
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corporated or came into existence. It is claimed on behalf of the 
defendants that the same combination was used by independent 
owners after the former Yellow Taxicab Company had gone out 
of business and had ceased to operate its cabs. It was admitted 
upon the argument that cabs similar in form, design and color to 
those of the plaintiff are exposed for sale here by the same manu- 
facturer from which the plaintiff buys its cars, and one of the 
effects of the injunction, if granted in the form asked by the plain- 
tiff, would be practically to restrain such sales and prevent the 
manufacturer from extending its business in New York City, even 
though it had granted to the plaintiff no exclusive right to the 
use of its cars. The plaintiff has undoubtedly built up for itself 
an excellent business, to the fruits of which it is entitled; but it 
may not be protected beyond the point at which its rights come 
into contact with those of other operators of cars. It is probably 
the largest single owner of yellow taxicabs in the city, but the 
defendant Moynahan, who has been in this line of business for 
many years, and whom, among others, it seeks to enjoin, gives 
it as his sworn opinion that it does not operate more than ten 
per cent. of the cars of the same general type, make, design and 
get-up now used as public taxicabs. The defendants assert that 
the color scheme and what is called “the get-up” of the cars were 
not originated by the plaintiff, but rather by the Yellow Cab Manu- 
facturing Company, from which plaintiff and defendants have both 
bought the cabs; and Moynahan asserts in his answer that the 
officers of that company and of the plaintiff are engaged in a con- 
spiracy to deprive the defendants and others of the beneficial use 
of their property and to control and monopolize the taxicab busi- 
ness of the city. 

Without agreeing with such contentions it is clear that the 
issues involved here should not finally be determined on affidavits 
but in the main should be left for the trials where both sides will 
be compelled to leave the realm of assertion and speculation and 
go into the field of proof. The plaintiff has made out its right to 
relief along certain well-defined lines, even though it cannot fix 
the month in which or the number of cars at which that right 
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accrued. I believe it should have an order restraining the de- 
fendant in each case from such an imitation of its cars in design, 
color, get-up and markings as would mislead the public into the 
belief that the cars operated by the defendant were those of the 
plaintiff, or would mislead an ordinary observer under ordinary 
conditions into using a car of the defendant when he intended to 
use one of the plaintiff. 

The plaintiff is entitled to protection from unfair competition 
and defendants may not mislead the public into the belief that 
their cars belong to the plaintiff. Both the public and the plaintiff 
are entitled to be protected in this manner. 

But in the last analysis that for which the plaintiff is entitled 
to protection is the good-will and reputation which it has acquired 
by reason of its efficiency, enterprise, skill and methods when taken 
in conjunction with the cars which it operates. The cars alone 
have not won that good-will, though they may be an essential 
element of it. The colors alone have not won it, although they 
may help to identify it. But both of these facts should be taken 
into account in order to give that full measure of protection which 


shall not encroach upon the rights of others and shall restrain 


those—who merely imitate in order to profit—from stealing the 


success or the fruits thereof, built up by industry, skill and enter- 


prise. Motions granted accordingly. Settle orders on notice. 
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B.V.D. Co. v. KaurMANN & Baer Co., ET AL. 
(116 Atl. Rep. 508) 


Supreme Court of Pennsylvania 
January 3, 1922 


Trape-Marks ann Unrar Competition—“B V D” on Spurious Garments 

—Rient tro Manvuracture Unpatenteo Articte—“‘Passtnc Orr’ — 

Test or UNFAIRNESS. 

In an action brought to restrain defendant from selling as genuine 
“B V D” goods, garments not made by the plaintiff, it is clear that, 
although one may manufacture and sell as his own an article made 
by another, if not protected by patent, provided he does not attempt 
to deceive the public as to the origin of the goods, he may not “pass 
off” as his the product of his competitor, the test being whether the 
thing done was calculated to deceive an intending ordinary purchaser, 
not necessarily an intelligent one. 

SamMe—DeMvURRER AND APPEAL—REVERSAL. 

The acts alleged to have been done by defendant, namely, the 
offering for sale and selling as genuine “B V D” goods garments 
not made by the plaintiff, are such as to warrant a final hearing and 
the order sustaining the demurrer is reversed. 

From order sustaining demurrer to bill, plaintiff appeals. 


Order reversed, bill reinstated, and a procedendo awarded. 


Joseph Stadtfeld, of Pittsburgh, Pa., for appellant. 

Thomas Patterson (of Patterson, Crawford, Miller & Arens- 
berg) and Sachs & Caplan, all of Pittsburgh, Pa., for 
appellee. 


Argued before Frazer, Watiine, Simpson, KepHart and 
ScHaFFErR, JJ. 


Kepnuart, J.: Plaintiff filed a bill in the court below to re- 
strain unfair competition in the use of its trade-mark “B.V.D.” 
in the sale of underwear. A demurrer to the bill was sustained, 
hence this appeal. 

It is averred that the registered trade-mark, set in letters of 
white in a field of red, has been used by plaintiff for a long time 
in connection with the sale of their underwear, and defendant, 
without authority, is selling and offering for sale goods made by 
other houses as “B.V.D.”’ underwear. A number of specific in- 
stances of such sales are given, in each of which a customer asked 
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for “B.V.D.” garments and defendant, representing it was selling 
that underwear, sold a suit made by another house, which, upon 
subsequent examination, bore some other label or mark; and that 
defendant sold a great number of garments, using the name 
“B.V.D.” to deceive the public, delivering articles of other and 
different makes. All these acts, it is charged, were for the sole 
purpose and with the deliberate intention of defrauding the public 
and _ plaintiff. 

“Unfair competition” has been defined by this court to be 
“anything done by a rival in the same business by imitation or 
otherwise, designed or calculated to mislead the public in the belief 
that in buying the product offered by him for sale, they were buying 
the product of another’s manufacture, would be in fraud on that 
other’s rights, and will afford just ground for equitable interfer- 
ence.” Cigar Mfg. Co. v. Cigar Mfg. Co., 222 Pa. 116, 70 Atl. 
968. Unfair competition, embracing an infringement of a trade- 
mark, may be said to be distinguishable in law from the latter in 
that it does not necessarily involve the question of the exclusive 
rights of another to the use of a name, symbol, or device. The 
gist of the offense seems to be whether the act done tends to pass 
off the goods of one for those of another, or to deprive such other 
of his rights; and the basis of the action is fraud or deceit, mis- 
leading the public in the purchase of goods. It is not unlawful 
for a tradesman to imitate, manufacture, and sell, as his own, an 
article manufactured by another, not covered by a patent, where 
the likeness is confined to the goods themselves and there is no 
attempt to deceive purchasers with respect to the manufacturer; 
there is no ground on which a court of equity can grant an injunc- 
tion. Scranton Stove Works v. Clark, 255 Pa. 23, 99 Atl. 170 
[7 T. M. Rep. 20]. It is only by virtue of rights acquired under 
a trade-mark and the rules of law relating to unfair competition 
that complainant may institute an action; and the test, so far as 
the defendant is concerned, is whether the thing done was calcu- 
lated to deceive an intending ordinary purchaser, not necessarily 
an intelligent one, in that the goods sold were not those of the 
manufacture called for. The true theory is the protection of the 
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public, whose rights are infringed or jeopardized by confusion of 
the goods produced by unfair methods of trade as well as the 
owner’s right to be protected from such methods. When a trade- 
marked article is asked for, the unlawfulness comes in the design 
to steal away another’s business and divert custom from one manu- 
facturer to another; complainant has the right to be protected in 
its reputation and the good-will of the business designated and 
known by the use of the trade-mark. 

The charge of unfair dealing rests not only in the allegation 
that plaintiff's trade-marked garments were asked for and others 
of a different make were given, bearing a different label, but these 
acts were for the sole and deliberate purpose of deceiving and 
defrauding the public as well as cheating the complainant. It 
may be, as stated by the court below, that, when a “B.V.D.” gar- 
ment was asked for and the clerk threw a suit on the counter with- 
out comment, and it afterwards developed it was another manu- 
facturer’s make, such silence would not be an act speaking louder 
than words, more positive and emphatic, and not sufficient to sus- 
tain the charge of unfair competition; but to each of these allega- 
tions must be added the sweeping charge that these acts were done 
with the intention to cheat and defraud the public and the plaintiff, 
for the unlawfulness may come in the design or intent to steal 
away another’s business, or a deliberate intention to unfairly divert 
custom from one manufacturer to another. Then there is the 
general allegation to which this language must be applied: 

“That defendant has sold many thousands of garments, both over his 
own counter and by parcel post, using the name ‘B V D’ to deceive the 
public and to increase the volume of its business and on all occasions 


delivering to the customer garments of other and different makes than 
those covered by the trade-mark of your orator.” 


This is sufficient, with the specific allegations, to sustain the 
bill. 

In Scranton Stove Works v. Clark, supra, the decree of the 
court below reads: 

“(Forbidding] from selling or furnishing, in response to demands 


or inquiries for repair parts of any of such stoves or ranges, any repair 
part not made by the plaintiffs, whether having thereon plaintiffs’ trade- 
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marks or indicia or not, without distinctly informing the purchaser or 
purchasers thereof and indicating by marks placed upon such repair part 
or parts that the part or parts so furnished by the said defendants are 
not of the plaintiffs’ manufacture.” 

This the court modified for the reason defendant was enjoined 
from manufacturing and selling repair parts it had the right to 
manufacture and sell as long as it did so without attempting to 
dispose of them as a part or thing manufactured by the plaintiff. 
The court below was in error when it enjoined these acts, and that 
case, while clearly recognizing the right to imitate, manufacture, 
and sell, further recognized that an order was necessary to prevent 
the defendant from selling repair parts by representing them to 
be manufactured by the plaintiff, but so long as he made no such 
representation he was within his rights. 

The bill contains substantial charges of unfair competition; 
whether the plaintiff may be able to prove the purpose of these 
sales as charged can only be developed by the evidence. The case 
is essentially one which should go to a final hearing. 

The order of the court below is reversed, the bill is reinstated, 


a procedendo awarded, costs to abide the determination of the case. 


WaLLAcH BrotuHers v. WALLACK 
(192 N. Y. Suppl. 723) 


Vew York Supreme Court, Appellate Division, First Department 


March 6, 1922 


Trape-Marks anp Unrair Competirion—Ricut To Simirar Famimty NAME 
—Usr on Non-Competinc Goops nor Unrarr—Appeat—ReEversAt. 

Where appellant, and his predecessors, made and sold for a long 

time under the name “Wallack Brothers” a ready-made, imported 
clothing, but of a different kind and more expensive than that made 
and sold by appellees under their surname “Wallach Brothers,” and 
there was little evidence of damage to the latter’s business, a pre- 
liminary injunction was too drastic, it being necessary that appellees 


establish a right of action against the appellant upon an injury done 
them. ae 


In equity. 


From an order granting a temporary injunction 
pending the trial of the action, defendant appeals. Order reversed. 
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Kramer & Kramer, of New York City (Charles L. Hoffman, 
of New York City, of counsel, and Henry A. Friedman, 
of New York City, on the brief), for appellant. 

Bandler & Haas, of New York City (John F. Collins, of New 
York City, of counsel, and Harry S. Bandler, of New 
York City, and Edward §. Rogers, of Chicago, IIl., on 


the brief), for respondent. 


Before CLarke, P. J., and Dow ine, Smitru, Pace, and Green- 
BAUM, JJ. 


Page, J.: The action is brought to restrain the defendant 
from using the name of “Wallack Brothers” in its business, or in 
any way using said name of Wallack so as to be likely to deceive 
or mislead the public into believing that the defendant’s business 
is plaintiff's business, or a branch thereof, in the business of ready- 
made clothing, hats, haberdashery, or either of them, and from 
using on ready-made clothing, hats, or haberdashery labels which 
are on the same, “Wallack Brothers.” 

The plaintiff has been doing business under the name of “Wal- 
lach Brothers” since 1887. They have established a reputation in 
the sale of ready-made clothes, all of such clothes, however, adver- 
tising their sales as “Hart, Schaffner & Marx Clothing.” 

The defendant, together with his brother, started a business 
in 1906 in New Haven, Conn., under the name of “Wallack Broth- 
ers.’ They featured mainly custom work and tailoring, but also 
offered for sale ready-made clothes imported from England. They 
had worked up a large business, especially among the Yale College 
students and the students of other universities and preparatory 
schools in the country, selling their custom-made goods and their 
imported suits; but their trade was exclusively in goods, made and 
ready-made, cf an entirely different grade from those sold by 
the plaintiff, and more expensive. In 1916 they moved to New 
York City and there opened a place at No. 9 East Forty-fourth 
Street, from which they sold the same class of goods, all of their 
ready-made goods being imported goods, and they featured mainly 


their custom trade. In 1917 the defendant’s brother left the firm 





174 TWELVE TRADE-MARK REPORTER 


and transferred his interest therein to the defendant, William 
Wallack. A proper certificate was filed in the county clerk’s office 
as required under Section 440 of the Penal Law (Consol. Laws, 
c. 40). 

William Wallack thereafter continued the business under the 


same name that he had theretofore used, both in New Haven and 
New York, to wit, the firm name of ‘“Wallack Brothers.” While 


they were in New Haven the firm, of which the defendant was a 


member, made regular exhibits in New York City at different show 
rooms and hotels, in which they presented their goods to the trade; 
but it was not until 1916 that they moved their principal office 
from New Haven to 9 East Forty-fourth Street, New York City. 
On or about September 1, 1921, the defendant changed the loca- 
tion of his store from 9 East Forty-fourth Street around the corner 
to Madison Avenue, between Forty-third and Forty-fourth Streets. 
During the war they made a specialty of soldiers’ clothing. After 
this change in location the defendant enlarged somewhat its sale 
of ready-made clothes. They were, however, of a different quality 
and of a different grade entirely, and much more expensive, than 
the clothes of Hart, Schaffner & Marx, which were being sold by 
the plaintiff. 

[1] While there is evidence in the case of some confusion of 
names, there is little evidence presented in the record of financial 
harm to the plaintiff by reason of the conducting of the defendant's 
business under the name of “Wallack Brothers.’ It is very clear 
that the name was not adopted with the intention of diverting 
business from the plaintiff to the defendant, and that there is 
really no competition between them, as each appeals to a different 
class of customers. This injunction in effect is most drastic. The 
defendant for many years has been conducting its business under 
the name of “Wallack Brothers,’ and by this injunction order is 
compelled to change entirely the conduct of its business before the 
issue is tried, so that the defendant is practically largely to be 


put out of business in this interim before it may establish its right 
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to use the name upon the trial of the action. This in our judgment 
is not the purpose of a temporary injunction. Without evidence of 
substantial loss to the plaintiff, this injunction should not be granted 
before the trial of the action, especially in view of the doubt existing 
as to the plaintiff's right to the ultimate remedy. 

[2] It is claimed that the defendant is illegally using this part- 
nership name under Section 22 of the Partnership Law (Consol. 
Laws, c. 39), which, under Laws 1919, c. 408, is made Section 80. 
But that section was not passed to aid a competitor. It was passed 
partly for the benefit of creditors and partly for the benefit of the 
partner whose name is being used without his consent. See Kram 
v. Shyev, 57 Misc. Rep. 112, 107 N. Y. Supp. 539. It is held in 
Black v. New York Life Ins. Co., 70 Misc. Rep. 532, 127 N. Y. 
Supp. 409, that the section works no forfeiture or disability, and 
the legal standing of one ignoring it remains unchanged, and that 
the statute contains no provisions to make its prohibitions effective, 
and that the right of a person to do business under a certain name 
will not be made a vice, nor will a prohibition of its use work a 
disability by implication. It is further held in Zimmerman v. 
Erhard, 83 N. Y. 74, 38 Am. Rep. 396, that the provision is highly 
penal and will not be extended. 

“It was intended to prevent the use of the name of a person not in- 
terested in a firm, and thus inducing a false credit to which it was not 
entitled.” 

After the passage of the section it was held that a violation 
of the statute was no defense to an action on an insurance policy 
on property used in the business carried on under the prohibited 
designation, and that the assignee of an insurance policy whose 
firm name violates this section may nevertheless recover on the 
policy. Black v. New York Life Ins. Co., supra. 

If the defendant is unlawfully using that name, it works no 
disability as against the plaintiff, who must establish its right of 


action based upon an injury done to the plaintiff itself, and that 
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injury must be substantial, especially in the case of a temporary 
injunction. 

We are of opinion that the order granting the temporary in- 
junction should be reversed, with $10 costs and disbursements, 
and the motion denied, with $10 costs. All concur. 


In Re tHe App.icaTion oF Cuas. R. Lona, Jr., Co. 


The Court of Appeals of the District of Columbia 
March 13, 1922 


Trapve-Marxs—Descriptive Terms—“StTasrite” For POouisu. 

The word “Stabrite” as a trade-mark for a polish or coating 
held descriptive. 

Same—Ricur or Commissioner TO Require DIscLarmer. 

The Commissioner of Patents was not in error in requiring a 
disclaimer of the word “Stabrite” from an application in which this 
word was shown, accompanied by other features. 

Same—Descriptive Terms Unover Act or 1920. 

The Act of March 19, 1920, inasmuch as it excepts from its pro- 
visions marks “consisting merely in words or devices which are de- 
scriptive of the goods with which they are used, or of the character 
or quality of such goods,” does not alter the status of appellant’s mark. 


Thomas M. Baker, of Washington, D. C., Paul Carpenter, 
of Chicago, Ill., Will S. Glyck, of New York City, for 
appellant. 

T. A. Hostetler, of Washington, D. C., for Commissioner of 
Patents. 


Appeal from a Patent Office decision requiring appellant to 
file a disclaimer of a descriptive word as a prerequisite to the 
registration of a claimed trade-mark. 


One specimen of the mark filed with the application comprises 


a diamond-shaped figure around a similar figure enclosing a third 











IN RE THE APPLICATION OF CHAS. R. LONG, JR., CO. 177 


diamond-shaped figure containing the word “Stabrite.’’ Appellant, 
however, contends that the following is the mark relied upon: 





In its application appellant alludes to the goods upon which 
its mark is applied as “a polish or coating for the front end and 
stacks of locomotives to preserve the metal over which it is applied.” 
The Examiner, being of the view that the predominating feature 
of the mark .y which the goods would become known is the word 
“Stabrite,” and that the diamond-shaped figures surrounding it 
merely accentuate the word, required appellant to add to the draw- 
ing additional words apparently appearing on the mark as actually 
used, and to file a disclaimer of the descriptive word ‘‘Stabrite.”’ 
The Commissioner, entertaining the view that the words required 
to be added form no part of the mark, ruled that it would be neces- 
sary to disclaim the use of the descriptive words “apart from the 
associations shown.” 

Appellant first challenges the ruling that the word “Stabrite”’ 
is descriptive. We agree with the Patent Office that as here used 
it is aptly so, and that there is no evidence of its having acquired 


a secondary meaning. 
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It is next insisted that the Commissioner is without authority 
to require disclaimers. But in Beckwith v. Commissioner of Patents, 
252 U. S. 5388 [10 T. M. Rep. 255] it was ruled that it is not 
error for the Commissioner to require a disclaimer in a proper case. 

In his reply brief and in his argument at bar, however, ap- 


pellant has contended that his rights are enlarged by the Act of 
March 19, 1920 (41 Stat. 533), “‘to give effect to certain provisions 
of the convention for the protection of trade-marks and commercial 


names, made or signed in the City of Buenos Aires, in the Argen- 
tine Republic, August 20, 1910.” But paragraph “b” of Section 1 
of that Act, particularly relied upon by appellant, excepts from 
its operation marks specified in paragraphs “(a)” and “(b)” of 
Section 5 of the Trade-Mark Act of February 20, 1905 (33 Stat. 
724). Under paragraph (b) of the Trade-Mark Act a mark con- 
sisting “merely in words or devices which are descriptive of the 
goods with which they are used, or of the character or quality of 
such goods,’ may not be registered. The Act of 1920, therefore, 
does not change the status of appellant here. 

It is apparent that the question whether the mark before the 
Patent Office is registrable, is not before us and, therefore, not 
decided. We merely decide that, assuming the mark is registrable, 
it was not error for the Commissioner to require the disclaimer. 

The decision is affirmed. 

A firmed. 
(Signed) Cuas. H. Ross, 
Associate Justice. 
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